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Sir: 

This Reply Brief is submitted in response to the Examiner's Answer mailed August 28. 2006, and 
in support of an appeal from a final decision of the Examiner, mailed March 13, 2006. Consideration of 
this appeal by the Board of Patent Appeals and Interferences for allowance of die above-eaptioned patent 
application is respectfully requested. 
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I, REAL PARTY IN INTEREST 

The real party in interest is BigBand Networks, Inc., a corporation of Delaware having a place of 
business at 475 Broadway, Redwood City, CA 94063. 



H. RELATED APPEAL S AN D INTERFERENCES 

This application was previously the subject of an appeal (Notice of Appeal filed Oct. 14, 
2003), which was dismissed prior to decision as a result of issuance of an Office Action dated 
March 29, 2004. 



III. STATUS OF CLAIMS 

Claims 1,4, 6 and 9-22 have been cancelled. Claims 2, 3, 5, 7, 8 and 23-39 are currently 
pending, have been finally rejected and are the subject of this appeal. 



IV. STATUS OF AMENDMENTS 

There are no currently pending amendments. 



V. SUMMA RY OF CLAIMED SUBJECT MATTER 



A method, comprising: 

periodically downloading (402, 404) from a server (102) 
selected data sets according to user profile information, the selected 
data sets representing information elements for display to a user during 
switching events (406); 

displaying (408) a first one of the information elements in 
response to initiation of a first switching event (406), the first switching 
event being characterized by unavailability of information from the 
server for display; and 

discontinuing the display of the first one of the information 
elements and displaying the data stream information from the server 
when it becomes available for such display (418), unless the user has 
initiated an interactive transaction session (410) with a remote host by 
selecting an interactive element associated with the first one of the 
information elements in which case displaying the data stream 
information from the server is delayed (412) until termination of the 
interactive transaction session or expiration of a predetermined period 
of inactivity by the user (4 1 6). 



1 Reference numbers as used in the drawings have beers inserted in accordance with 37 C.F.R. § 4i.37(c)U)(v). The use of suet: 
reference numbers should In no way be read as limiting foe claim to the illustrated embodiment. 
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As indicated by this claim, the present invention relates to methods for displaying information to a 
viewer during so-called "zap times" (i.e., times between channel changes during which information from 
the server is unavailable for display). The information so displayed during these "zap times" can include, 
for example, advertising information; information about the next/target program or channel selected; a 
window showing a segment of the target program that is transmitted over the target channel; persona! 
information associated with the viewer (e.g., notification that one or more electronic mail messages have 
arrived, stock prices of securities in the viewer's portfolio, etc.) , etc. 

The information to be displayed during a zap time is selected based on the viewer's profile (e.g., 
recipes for cooking enthusiasts, news clips from preferred sources, advertisements of particular interest, 
etc.; and stored in a set top box. In response to a channel change, the zap page is displayed until, the new 
channel information is ready for display. 

In some cases a zap page includes interactive elements that allow the viewer to request additional 
data. When such interactive elements axe involved and the user initiates an interactive session by selecting 
such an element, the regular channel information is not displayed until that session is complete or times out. 
Specification at p. 2, U. 5-21 ; p. 3, 11. 2-13 and 15-22. 

Claim 31 reads as follows: 

A system, comprising: 

a server (102) configured to provide a data stream 
transmission; and 

a digital set top box ( 1 06) configured to (i) periodically 
download from the server (102) selected data sets according to user 
profile information, the selected data sets being included within the 
data stream and representing information elements for display to a user 
0 10} during switching events; (ii) display a first one of the information 
elements in response to initiation of a first switching event, the first 
switching event being characterized by unavailability of information 
from the server (102) for display; and (iiij discontinue the display of 
the first one of the information elements and displaying the data stream 
information from the server (102) when it becomes available for such 
display, unless the user (110) has initiated an interactive transaction 
session with a remote host by selecting an interactive element 
associated with the first one of the information elements in which case 
displaying the data stream information from the server { 102) is delayed 
until termination of the interactive transaction session or expiration of a 
predetermined period of inactivity by the user (110). 

As indicated by this claim, the present invention relates to systems for displaying information to a 
viewer during so-called "zap times". Generally, the elements supporting the operation of the invention 
include a server, a data source, a network, a receiver, a display device, an input device and a viewer of die 
display device. 

The information to be displayed during a zap time is selected and downloaded from the server 
based on the viewer's profile (e.g., recipes for cooking enthusiasts, news clips from preferred, sources, 
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advertisements of particular interest, etc.) arid stored in a set top box. In response to a channel change, the 
zap page is displayed until the new channel information is ready for display. 

In some cases a zap page includes interactive elements that allow the viewer to request additional 
data. When such interactive elements are involved and the user initiates an interactive session by selecting 
such an element, the regular channel information is not displayed until that session is complete or times out. 
Specification at p. 7. 11. 10-17; p. 8. II. 3-7. 



VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Claims 23, 2, 3, 7, 8, 24-27, 29-3 1 and 34-39 stand rejected under 35 USC 103(a) as allegedly 
being unpatentable over Grossman et ai. (US 5,907,323) in view of Tsuria (US 5,786,845), Picco et ai. (US 
6,029,045), and Howe et al, (US 5,892,508). 



Claims 5, 32, and 33 stand rejected under 35 USC 103(a) as allegedly being unpatentable over 
Grossman in view of Tsuria, Picco, Howe and Nathan et al. (US 6,182,126). 



Claim 28 stands rejected under 35 USC 103(a) as allegedly being unpatentable over Grossman in 
view of Tsuria, Picco, Howe and Kitsukawa et al. (US 6,282,713). 



VLI, ARGUMENT 



A. The combination of Grossman, Tsuria, Howe and Picco does not yield the 
present mvention. 

11 uiis i.1sfj in i t to; 1 i uykittiii d ob\ ous tc pirn rt ttuutviu 
s\ ibmc i i t c h >! su t al the cl-t m lini'iti n 1 i p inuU ii is 1 u 

u v. is b\n vuuf nccom n uroiGio tii us hcvwand i c *ih 
\ im\n adm^st. a J data sets ol osdtnj 1 1 w».r pr >ti c mfnim (imt f » 

< i i <*lir tlhtl i Oils VlMuGro 1 1 1 )) i 1! k SC >E S J 'c 

mutation, in tne Ornce Action, tne uxammer states: 

Ine clatmea "aowmoadine from a server selected data sets according 
to user protiie miormation" is met bv "the pieces of local content 
aowmoaoea to ine set-top dox mav nave a piurahtv of different content 
cronies and onlv the pieces ot local content with content pronles tnat 
matcn some predetermined criteria [such as user preferences] storea m 
tne set-top Dox are storea in the set-top box" (ricco s: lO-ia: o:2i-24). 
(Office Action mailed March 13. 2006). 

^ t ! ci ^ <. 1 M)ctcd v tU \imterd nottvp il t Kii » ii Uosc fix 

i i \c ">r tic t h mtent piohle is i oc uec v rt u conk t \ tontu t \ i i 
c j i v-F* k c v.c ) n„ to Picco tot rt \+ v ned to i v top bo iao h =ii ci t 



arrives at the set top box, does the set top box determine, based on content profiles, which content is to be 
stored at the set sop box. Ibis results in the unnecessary downloading or streaming of content to the set rop 
ho\ ,ivA .--oe^ -M amour-- to downloading selected data sets, according to user profile informaiiou, for 
oisp! to a user durii g switching events. Moreover, according to Picco, the pieces- of local contort* stored 
at the set lop box are to be inserted into a programming data stream. In contrast, the selected data sets 
referred io m claim; .23 and 3 i arc to be displayed during switching events. Therefore, for a: least thes.e 
reasons. Appellants submit that the cited passages from Picco do not disclose the above limitation. 
Consequently, Appellants submit that the cited passages do not "meet" (as the Examiner has suggested} the 
above limitation. 

Appellants further submit that Picco, by itself or in combination with Grossman, Fsuria. and/ or 
Howe, does not suggest the above limitation. With the exception of the passage from the Office Action 
cued above, the Examiner has provided no evidence, basis, or reasoning providing an explanation as to how 
the references, if combined, suggest the above limitation. As described in greater detail below, the 
Examiner cues a passage from Picco (e.g.. Picco 2:62-67), which the Examiner alleges supports the 
combination of Picco and Gross-nan and/or Tsuria. However, the cited passage certainly docs not suggest 
the above limitation, and the Examiner has provided no further evidence or reasoning to explain how the 
combination ot references suggests the above limitation. Hence, claims 23 and 3 S , and their respective 
dependent claims are patentable over this combination of references. 

8. There is no suggestion or motivation io combine Picco, directed at 
permitting a broadcaster to deliver localized content to be inserted into 
the programmmg data, with Grossman and/or Tsuria, each directed at 
schemes for displaying information during channel changing intervals. 

As stated above, the Examiner has proposed that the combination of Picco with Grossman and/or 
s sana leaches or suggests downloading selected data sets, according w user projile information, for 
display t» a met durin" switching events, as is cla-med in claims 23 and 3i. Appellants H;bm;t thai not 
only do the references fail to teach or suggest the limitation, there is no motivation or suggestion to support 
the combination of the references. 

It is well established that there are three basic criteria that must be met in making a prima facie 
case of obviousness. The first of those three criteria is that there must be some suggestion or motivation, 
either m the references themselves or in the knowledge generally available to one of ordinary skill in the 
art, to modify the reference or to combine reference teachings. Consequently, in order for the claims to be 
properly rejected as obvious in view of the combination of references suggested by the Examiner (e.g., 
Picco. Grossman and/or TsiiriaX the Examiner must provide some evidence of a suggestion or motivation 
supporting a modification or combination of the references, in the Office Action, and again in the Answer 
to Appellants' Appeal Brief, the only evidence of a suggestion or motivation to combine thai the Examiner 
fsas provided is the following passage from Picco: 
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Thus, the broadcaster can segment their viewers and the advertisers 
benefit since they are able to more effectively reach viewers who are 
more likely So be interested in their product often at a lower total cost 
since the advertiser does not have to purchase the rights to advertise in 
the entire market. (Picco 2:62-67). 

Appellants submit that the above passage does not provide a suggestion or motivation to combine 
the references. The above passage from Picco refers to a purpose or result of the invention described in 
Picco. That is. reaching potentially interested viewers at a lower cost is a purpose for, or result of, 
delivering a data stream of localized content to a set top box and then inserting the localized content into a 
programming data stream. However, the above passage from Picco does not provide any suggestion or 
motivation to combine Picco with Grossman and/or Tsuria. 

Furthermore, the Examiner has provided no explanation or reasoning as to how or why the above 
passage would suggest or motivate one skilled in the art to combine the references, or modify a reference in 
the manner proposed by the Examiner. With respect to the suggestion or motivation to combine references, 
in the Answer to Appellants' Appeal Brief, the Examiner states: 

The examiner respectfully submits that given the Grossman and Picco 
et al. references, the references would have suggested to one of 
ordinary skill in the art to modify Grossman's advertisements with 
Piece's targeted advertisements for the purpose of allowing advertisers 
to be able to more effectively reach viewers who are most likely to be 
interested in their products and often at lower total cost since the 
advertiser does not have to purchase the rights to advertise in the entire 
market (Picco 2:62-67). (Examiner's Answer, Page 5). 

Appellants submit that not only does the cited passage from Picco fail to provide any suggestion or 
motivation for the combination, the Examiner has failed to provide any reasoning as to how the proffered 
evidence suggests or provides motivation for the combination. 

Finally, Applicants submit the Examiner is using hindsight analysis and improperly characterizing 
She nature of the problem addressed in Picco by its result or purpose. "Although the suggestion to combine 
references may flow from the nature of the problem, '[djefming the problem in terms of its solution reveals 
improper hindsight in the selection of the prior art relevant to obviousness.'" (internal citation omitted) 
(quoting Monarch Knitting Much. Corp. v. Sulzer Moral GmbH, 139 F.3d 877, 881 (Fed. Cir. 1998))); In re 
Seattle, 974 F.2d 1309, 1312 (Fed. Cir. 1992). Here, the Examiner is attempting to define the problem 
addressed in Picco by its result or purpose (e.g., reaching potentially interested viewers at a lower cost) to 
support a combination of Picco with Grossman or Tsuria. However, in reality, the nature of She problems 
addressed by Picco and Grossman and/or Tsuria are very different. 

Picco is primarily concerned with the technical problem of how to insert a data stream of local 
content into a programming data stream at a set top box. For example, Picco describes how to identify a 
local content programming space within a programming daSa stream, and how to insert the local content 
data stream into the programming data stream. Grossman and Tsuria are primarily concerned with 
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displaying content during a time period between channel changes. Accordingly, Grossman and Tsuria 
describe how to detect channel changing events, and how to display content during the interval between a 
channel changing event. Although the purpose or result (e.g., reaching potentially interested viewers at a 
lower cost) of the inventions described by Picco, Grossman and Tsuria may be similar, the manner by 
which the results are achieved is very different - so much so, that Appellants submit that the Picco 
reference does not explicitly or implicitly provide a suggestion or motivation to combine or modify the 
Grossman and/or Tsuria references. Hence, claims 23 and 3 1 , and their respective dependent claims are 
patentable over this combination ofreferenc.es. 

C. There is no suggestion or motivation to combine Howe, directed at interactive 
sessions relating to the content of television broadcasts, with Grossman/Tsuria 
directed at displaying visual images in response to a channel change. 

The Examiner has proposed that the combination of Howe with Grossman and/or Tsuria leaches 
or suggests a user initiating an interactive transaction session with a remote host by selecting an 
interactive element associated with the first one of the information elements, as is claimed in claims 23 
and 3 3 . Appellants submit that not only do the references fail to teach or suggest She limitation, there is no 
motivation or suggestion to support the combination of the references. 

As stated above, there must be some suggestion or motivation, either in the references themselves 
or in the knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. When the suggestion or motivation is attributed to the references, the 
suggestion or motivation may be found expressly stated in a reference, or it may be implied from the 
teachings of the references. When the suggestion or motivation is attributed to the knowledge generally 
available to one skilled in the art, some evidence of such knowledge must be provided. In the present case, 
the Examiner has proposed that the suggestion or motivation to combine is found in the knowledge 
generally available to one of ordinary skill in the art. For example, on page 6 of the Examiner's Answer, 
the Examiner states, "[iln this case, in the knowledge generally available to one of ordinary skill in the art." 
However, the Examiner has offered no evidence of such knowledge other than the references themselves. 
Accordingly. Appellants suomrt that the Examiner has not provided any evidence in support of a suggestion 
or motivation for the combination of Howe with Grossman and/or Tsuria. To lire extent the Examiner is 
offering as evidence the references themselves, Appellants submit that the references do not provide any 
suggestion or motivation in support of a combination of the references. 

D. The rejection of claims 5, 32, and 33 is erroneous, because there is no suggestion 
or motivation to combine Nathan, directed at recording and reproduction of 
audiovisual information, with Grossman/Tsuria directed at displaying visual images 
in response to a channel change. 

Again, the Examiner has provided no evidence to support the combination of Nathan with 
Grossman and/or Tsuria. As offered by the Examiner, the suggestion or motivation to combine Nathan 
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with Grossman and/or Tsuria is based entirely on a hindsight view of the presently claimed invention. 
Hence, the combination of references is not supported and is improper. 

E. Claim 28 is Patentable over the combination of Grossman, Ptceo, Kitsukawa, and 

Tsaria, 

in the Office Action and again in the Answer to Appellants' Appeal Brief, the Examiner states, "it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to modify 
the Grossman ei al. and Howe et ah intcrchannei interactive advertising with the Kitsukawa et ai. electronic 
transaction over the Internet for the purpose of providing the user the capability of purchasing an advertised 
product immediately and. to increase sales of an advertised product or server over a the Internet, a well 
known and readily accessible network for facilitating communication of data." The Examiner provides no 
evidence of any suggestion or motivation in support of the combination. As offered by the Examiner, the 
suggestion or motivation to combine Kitsukawa with Grossman and/or Tsuria is based entirely on a 
hindsight view of the presently claimed invention. Hence, the combination of references is not supported 
and is improper. 

For at least the foregoing reasons, the claims are patentable over the references cited in the Office 
Actio;?. If there are any additional fees due in connection with this communication, please charge our 
deposit account no. 19-3140. 

Respectfully submitted, 

SONNENSCHEIN MATH & ROSENTHAL LLP 

Dated: October 30. 2006 s/Nathan Eid er/ 

Nathan Elder 
Reg. No. 55,150 

P.O. Box 061080 
Wacker Drive Station 
Sears Tower 
Chicago, SL 60606-1080 
{4 i 5) 882-5023 
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APPENDIX A: Claims on Appeal 
(37 C.F.R. § 4U7(c)(lXvm)) 

The claims on appeal read as follows: 

1. (Cancelled). 

2. (Previously Presented) The method of claim 23, wherein downloading the selected data sets comprises 
storing the selected data sets in a buffer of a digital set top box. 

3. ^Previously Presented) The method of claim 2, wherein initiation of the first switching event comprises 
receiving at the digital set. top box a signal from a television remote control device to switch channels. 

4. (Cancelled) 

5. (Previously .Presented) The method of claim 23, wherein downloading the selected data sets comprises 
storing those of the selected data sets associated with the first information element In a butler of a digital 
set top box and storing others of the selected data sets associated with others of the information elements in 
a memory of the digital set top box, wherein corresponding ones of the others of the selected data sets 
stored in ihe memory of the digital set top box replace those of the selected data sets in the buffer of the 
digital set top box once the first information element is displayed. 

6. (Cancelled) 

7. (Previously Presented) The method of claim 23, wherein the first information element comprises data 
associated with rise data stream information from the server. 

8. t Previously Presented) The method of claim 23, wherein the first information element comprises 
advertising data selected in accordance with the user profile information. 

9 •• 22. (Cancelled) 

23. (Currently Amended) A method, comprising: 

periodically downloading from a server selected data sets according to user profile information, 
the selected data sets representing information elements for display to a user during switching events; 

displaying a first one of the information elements in response to initiation of a first switching 
event, the first switching event being characterized by unavailability of information from the server for 
display; and 
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discontinuing the display of the first one of the information elements and displaying the data 
stream information from the server when it becomes available for such display, unless the user has initiated 
an interactive transaction session with a remote host by selecting an interactive element associated with the 
firs; one of the information elements in which ease displaying the data stream information from the server 
is delayed until termination of the interactive transaction session or expiration of a predetermined period of 
inactivity by the user. 

24. (Previously Presented) The method of claim 23, wherein, downloading the selected data sets comprises 
storing the selected data sets in a digital set top box in which the user profile information is stored. 

25. (Previously Presented) The method of claim 23, wherein the user profile information is stored at the 

26. (Previously Presented) The method of claim 23, wherein the user profile information is stored in a data 
source accessible by the server. 

27. (Previously Presented) The method of claim 26, wherein the data stream information is also stored in 
the data source. 

28. (Previously Presented) The method of claim 23, wherein the remote host comprises an Internet host and 
the interactive transaction session comprises an electronic shopping transaction. 

29. (Previously Presented) The method of claim 23, wherein the user profile information is based on one or 
snore of: the user's television viewing habits, the user's purchasing habits, and the user's use of one or 
more television services. 

" J vt > ^sukJ !Uiivix^> dim 2 3 \ heieiii tlu mto n attc wiuui ^ ton p ise on cs 
t >t hu ju t tu rrs tKi c ndi%thedu <- it im i tioi nut K.n inform it on s t rui v i 

e 3 v i ! "h i a*!<. „a i nt. a tdv\ sio i <-h u r 1 person unon n n it^i ct iu ika wi t 
vj"v t i tvi iw-^iit n i it 1 n leeion il inform i 10 

(Lunrenliv Arnendea) a svsiern. comprising;: 

a server configured to orovide a csata stream transmission: ana 
di svt ^ oo rxuurvd to O P L whcaih do\ nir> d from me •»(. \u stktttd d lisit 
v'dk'ii u v, i tk niton th s ktkd d«t \ sets bem_ » vl toca \M hm *hv daa stscat i to 
v*- >v i ^i lot i nt itnts +or ' spl i\ to a uses dur n s switching at i <.»}<■ "■pit lus oft m 
k ! to j ° t j t uis i no isL * j i n+iatioi Oi a fu t wrktut ,i esen Ju t ist w it h n_, c\ > t \ n 



characterized by unavailability of information from the server for display; and (in) discontinue the display 
of the first one of the information dements and displaying the data stream Information from the server 
when it becomes available for such display, unless the user has initiated an interactive transaction session 
with a remote host by selecting an interactive element associated with the first one of the information 
elements in which ease displaying the data stream information from the server is delayed until termination 
of the interactive transaction session or expiration of a predetermined period of inactivity by the user. 

32. (Previously Presented) The system of claim 31, wherein the digital set top box includes both a buffer 
and a memory and is configured to store those of the selected data sets representing a first one of the 
information elements in the buffer and others of the selected data sets representing other information 
elements in the memory. 

-■>3. 5 Previously Presented; Ihe svsiem of claim 32. wherein the digital set top box is further configured to 
>cp dv 'lose il t k -eievtcd ia'a ->ct' icpiestnting ihe ii st one o! iht. in o>ma ior e« mvnt n tne o tie 
^ ja* c< ■»* H.ii c oi v>k olio, - v tin. selected dak seHrepic enMigotrei nih-vma K>r e enemS in f>e 
memorv after ajstiiavtag tne first information element. 

j4. t Previously Presented) Tne system or claim 31. wherein the digital set top box includes an interface 
configured to receive signals irom a remote control unit, the signal representing initiation of the first: 
switching event, whicn corresponds to cnangmg channels. 

i i,P»vv!0.- xT vSfftvO Ihe \ sum of claim 3 3 whei cm the mlornation eienit nfs ^onionst or. >» non. 
>i aovei svnsei i o nat v,' ^girding the daw stt earn mfoi manor mtoimatns. agaromg o U\e\i>k i 
^ v>: in,',-' j oi tga d >i l a teles ,sum vhannel pe.sonal intoimat'oi regardsw. the tisu i\>[\ un 1 
trie data stream mrorraauon. or local or regional information. 

"'o P e^ ous % °rvse rted~s T hv. svs em of clanr 1 , whuein the digital Svt top box t> Airthe <.ot\sgd r vQ to 
store the user profile information. 

37. (Previously Presented) The system of claim 3 ! , wherein the server is further configured to store the user 

38. (Previously Presented) The system of claim 3 1, further comprising a data store unit accessible by the 
server and configured to store the user profile information. 

39. (Previously Presented) The system of claim 38, wherein the data store unit is further configured to store 



SFOi.!Bl-272S2{«9-vJ-BigBand 0002 - Reply (to Examiner's Answer) 



VP PFNP1X B. RtLtttd Proceedings 



! apoeal (Notice of Appea! filed Oct. 14, 2003), 
o< issuance of an Office Action dated March 29, 



APPENDIX C: Other Evidence 
(37C.F.R. §41.37{c)(])(ix)) 

There is no evidence submitted under 37 CFR 1.130, 1.131 or 1 .132, or other evidence entered by 
the examiner and relied upon by the appellant in this appeal. 
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